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Remarks/Arguments 

Applicants thank Examiner Desai for the careful examination of this application and 
clear explanation of the claim rejections. Applicant, however, respectfully submits that 
the obviousness rejections against claims 1 and 6, the two independent claims, and their 
dependent claims are improper because the cited references do not recognize the source 
of the problem solved by the invention and there is no basis in the art for combining 
references: 

1 . There is no basis in the art for combining references. 

It is well established that obviousness cannot be established by combining the 
teachings of the prior art to produce the claimed invention, absent some teaching, 
suggestion or incentive supporting the combination. 1 

Claims 1 and 6 require, among other limitations, that each of the plurality of coin 
stack carriers be positioned in a shipping box such that each of the wafers in each of the 
coin stack carriers have a vertical orientation. The term "coin stack" carrier is well 
known and well understood in the art of wafer processing, which distinguishes from other 
wafer containers. The claims also require visual indicia on the shipping box of the 
orientation. 

It is well known in the art of wafer processing to transport wafers in various 
orientations between different process stations and between different processing sites. As 
explained in the BACKGROUND OF THE INVENTION section of the instant 
application, one approach that uses bulky containers and is often costly is to place the 
wafers in a container that has a plurality of vertical slots - this is the subject matter of the 
Misaka patent, which concerns method of housing wafers that are mirror-polished, 
cleaned, and dried of their surfaces. On the other hand, once wafers acquired solder 
bumps, bond pads, or post-passivation interconnects, the industry practice is to transport 
the wafers in horizontal coin stacks or coin stack boxes - which are the subject matter of 
the Kawada reference. The Wu reference relates to wafer transportation but it concerns 
specifically either a rectangular shaped or a round shaped container holding a plurality of 

1 ACS Hospital Systems, Inc. v. Montefiore Hospital, 732 F.2d 1577, 221 USPQ 929 (Fed. Cir. 1984). 
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semiconductor wafers, placed within a corrugated paper box arranged with cushioning 
foam; it does not describe the configuration of the container in any detail. 

None of the cited references teaches or suggests "shipping wafers in plurality of 
coin stack carriers in a vertical orientation, or in a shipping box with indicia of the 
orientation." Neither is there any suggestion of incentive in the references to combine the 
teachings of the prior art. 

Because there is no evidence of teaching, suggestion or incentive supporting the 
combination in the art, obviousness cannot be established and the 103 rejections are 
therefore improper. 

2. Prior art does not teach the problem or its source. 

It is well established that a patentable invention may lie in the discovery of the 
source of a problem even though the remedy may be obvious once the source of the 
problem is identified. This is part of the "subject matter as a whole" which should always 
be considered in determining the obviousness of an invention under 35 USC 103. 2 In the 
instant case, there is no evidence that any of the cited references recognizes the source of 
the problem described in the application. 

The problem described in the instant application is the damage caused by wafers 
rubbing against each other in a horizontally orientated coin stack box. The Kawada 
patent alleges restraining the adhesive sheets from being bonded to other articles during 
transportation. 3 The Misaka patent alleges preventing particles from adhering to a moist 
wafer surface by maintaining a dry atmosphere in a sealable container. 4 The Wu patent 
solves the problem of stabilizing a cylindrical shaped container within a rectangular 
recess pocket in shipping semiconductor wafers. 5 

Because none of the cited references recognizes the problem solved by the 
invention described in claims 1 and 6, the claims are not obvious and the 103 rejections 
are improper. 

2 In re Nomiya, 509 F.2d 566, 184 USPQ 607 (CCPA 1975). 

3 See US 6,119,865, Abstract 

4 See US 6,467,626, Abstract. 

5 See US 6,8 17, 161, Abstract 
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In summary, applicant respectfully submits that because the cited references against 
claims 1 and 6 do not teaching or suggest combining the art and because none of the cited 
references recognizes the problem solved by the invention described in claims 1 and 6, 
the claims stand patentable over the references. 

Claims 2-5 depend directly or indirectly on patentable claim 1 and stand patentable 
at least for their dependency. Claims 7-16 depend directly or indirectly on patentable 
claim 6 and stand patentable for the same reason. 

In conclusion, applicant respectfully submits that the application is in allowable 
form and all pending claims distinguish over the references. Applicant respectfully 
requests that the rejections against the pending claims be withdrawn and the claims be 
timely allowed. 




Respectfully submitted, 
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